TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Bef ore MEI STER, McQUADE and CRAWORD, Administrative Patent
Judges.

McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This appeal is fromthe final rejection of clains 58
through 61. dains 39 through 41, 44 through 57 and 62, the

only other clains pending in the application, stand w t hdrawn

! Application for patent filed January 24, 1992.
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from consideration pursuant to 37 CFR 8§ 1.142(b).

The subject natter on appeal relates to a spring-powered

drug infusion device. A copy of the appeal ed clai ns appears

in the appendix to the appellants’ brief (Paper No. 27).

The references relied upon by the exam ner as evi dence

antici pati on and obvi ousness are:

Cohen 3, 847, 304 Nov.
1974

Mal acheski et al. (Ml acheski) 4,077, 544 Mar .
1978

Negaty-Hi ndi et al. (Negaty-Hindi) 4,756, 450

12, 1988

Gangemi 4, 966, 585 Cct .
1990

The appeal ed clains stand rejected as foll ows:

a) clains 58 through 61 under 35 U.S.C. § 112, first

par agraph, as being based on a specification which fails to

provi de an adequate witten description of the invention;

b) clainms 58 through 61 under 35 U.S.C. 8§ 112, second

of

12,

Jul .

30,

par agraph, as failing to particularly point out and distinctly

claimthe subject matter the appellants regard as the

i nvention;

c) clainms 58, 60 and 61 under 35 U.S.C. § 102(b) as being
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anti ci pated by Cohen;

d) clains 58, 60 and 61 under 35 U.S.C. 8 103 as being
unpat ent abl e over Cohen or Ml acheski in view of Gangem ; and
e) clains 58 and 59 under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Negaty-Hi ndi in view of Cohen, Ml achesk

and Gangem .?2

We shal |l not sustain any of these rejections.

The 35 U.S.C. 8§ 112, first paragraph, rejection is based
on the exam ner’s determ nation that the appellants’
specification does not provide an enabling disclosure of the
i nfusi on appar atus enbodi nent depicted in Figures 8 through 10
(see the objection to the specification set forth in Paper No.
10; and pages 4 and 5 in the answer). The exani ner, however,
has not advanced any cogent reasoning as to why the
appel l ants’ disclosure of this relatively sinple and
strai ghtforward enbodi nent woul d not have enabl ed a person of

ordinary skill in the art to nake and use the sanme w t hout

2 The exam ner’s answer (Paper No. 28) inproperly refers
to a plurality of prior Ofice actions to explain the appeal ed
rejections. As stated in Section 1208 of the Manual of Patent
Exam ni ng Procedure, “[a]n exam ner’s answer should not refer,
either directly or indirectly, to nore than one prior Ofice
action for the statenment of the grounds of rejection.”
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undue experinentation. Moreover, the appeal ed clains, which

recite an infusion apparatus conprising, inter alia, a platen

havi ng a non-pl anar bottom surface configuration which is
conpl enentary to the bottom contour of the second shell or
chanber, do not read on the enbodi nent shown in Figures 8
t hrough 10 whi ch does not have such a platen. Rather, the
appeal ed clains read on the infusion device enbodi nent shown
in Figures 1 through 6 which does have such a platen and whose
di scl osure has not been questioned by the exam ner.® Thus,
even if the appellants’ specification did fail to provide an
enabl i ng di scl osure of the enbodi nent shown in Figures 8
through 10, this circunstance would not give rise to an
enabl ement rejection of the appeal ed cl ai s which are not
directed to such enbodi nent.

The 35 U.S.C. 8§ 112, second paragraph, rejection rests on
the exam ner’s determ nation that clains 58 through 61 are
i ndefinite because they do not recite a positive structura

connection between the fluid delivery bag and the other

® The statenent on page 8 in the appellants’ brief that
clainms 58 through 61 read on both enbodi nents finds no support
in the specification.
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recited el enents of the claimed infusion apparatus (see pages
2 and 3 in Paper No. 23, and page 5 in the answer). Be this
as it may, the clainms do contain functional |anguage which
sets forth the relationship between the fluid delivery bag and
the other recited elenents with a reasonabl e degree of
precision and particularity. In this light, it is not

apparent, nor has the exam ner specifically explained, why the
absence of |anguage reciting a positive structural connection

bet ween these el enments renders the appealed clains indefinite.

The 35 U.S.C. § 102(b) rejection of clains 58, 60 and 61
as being anticipated by Cohen is unsound because Cohen does
not meet the limtations in these clains requiring the platen
to have a non-pl anar bottom surface configuration which is
conpl enentary to the bottom contour of the second shell or
chanber. In this regard, anticipation is established only
when a single prior art reference discloses, expressly or
under principles of inherency, each and every elenent of a

cl ai med i nventi on. RCA Corp. v. Applied Digital Data Sys.,

Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984).
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Cohen discloses a fluid dispenser having a platen in the form
of rigid flat plate 42 and a second shell or chanber in the
formof elongate body portion 12. Body portion 12 defines a
“bottont contour at the end portion thereof which supports
protrudi ng needle 20. The exami ner’s finding that Cohen’s
pl ate 42 has a “non-planar” bottom surface configuration which
is “conplenentary” to the bottom contour of the body portion
12 (see pages 3 and 4 in Paper No. 23, and pages 5 and 6 in
the answer) is inconsistent with (1) Cohen’ s teaching that
plate 42 is “flat” and (2) a reasonable interpretation of the
word “conpl enentary.”

As for the 35 U S.C. § 103 rejection of clains 58, 60 and
61 as bei ng unpatentabl e over Cohen or Ml acheski in view of
Gangem , neither of the primary references, Cohen or
Mal acheski, nmeets the limtations in these clains requiring
the platen to have a non-pl anar bottom surface configuration
which is conplenentary to the bottom contour of the second
shell or chanber. Cohen’s deficiencies in this regard are
di scussed above. Mal acheski discloses a fluid dispenser
conprising a platen in the formof a flat disc-like piston 41
havi ng a planar bottom surface configuration which clearly is
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not conplenentary to the bottom contour 20 of shell 11. This
bottom contour 20 defines an annul ar pocket 26 for
accommodating a fluid bladder 35 as the piston 41 presses the
bl adder to expel fluid therefrom (see Figure 2; colum 2,
lines 1 through 27 and 60 through 68; and columm 4, lines 45
through 58). The exam ner’s reliance on Gangem to cure these
shortcom ngs in Cohen and Mal acheski is not well taken.

Gangem di scl oses an infusion syringe 10 conprising a
pi ston nenber 20 and a cylinder bore 11. The nose end 20a of
the piston nenber is tapered and configured to the geonetrica

shape of the end 12 of the bore to ensure the full discharge

of fluid fromthe bore (see colum 3, |lines 27 through 29; and
colum 7, lines 59 through 62). According to the exam ner,
[t]o enpl oy a platen, i.e. piston, having a non-

pl anar bottom surface conplenentary to the bottom
contour of the second shell as taught by Gangem on
ei ther the Cohen or Ml acheski et al device would

have been obvious to one of ordinary skill in the
art in view of the recognition that such a feature
woul d be nore econonmically efficient, i.e. effects

full discharge, and that economic efficiency is
desirable in any device [Paper No. 23, page 5].

Not wi t hst andi ng the “full discharge” benefit taught by
Gangenmi, the nodification of the Cohen and Mal acheski devices
proposed by the exam ner woul d have been probl ematical given
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the protrusion of needle 20 from Cohen’s bottom contour and
the presence of bl adder acconmodati ng pocket 26 in
Mal acheski’s bottom contour. In this light, it is evident
that the only notivation for conbining Cohen or Ml acheski and
Gangenmi in the manner proposed by the exam ner stens from
i nper m ssi bl e hi ndsi ght know edge derived fromthe appellants’
own di sclosure. In other words, the fair teachings of Cohen
or Mal acheski and Gangem woul d not have suggested the subject
matter recited in clains 58, 60 and 61 to one of ordinary
skill in the art.

The proposed conbi nati on of Negaty-Hi ndi, Cohen,
Mal acheski and Gangem to support the 35 U S.C. § 103
rejection of claimb58, and claim59 which depends therefrom
suffers fromthe sane flaw. Negaty-Hi ndi discloses a
carbonat ed dri nk di spenser which fails to respond to a numnber
of limtations in clainms 58 and 59 including the one in
i ndependent claim58 requiring the platen to have a non-pl anar
bottom surface configuration which is conplenentary to the
bottom contour of the second shell or chanber. 1In short, the
conbi ned teachings of the applied references woul d not have

suggested the nodifications of Negaty-H ndi’s carbonated drink
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di spenser necessary to arrive at the subject matter recited in
clains 58 and 59.

In summary and for the above reasons, the decision of the
exam ner to reject clains 58 through 61 is reversed.

REVERSED

JAMES M MEl STER )
Adm ni strative Patent Judge )
)
]
JOHN P. McQUADE ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
MURRI EL E. CRAWFCORD )
Adm ni strative Patent Judge )
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